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DETAILED ACTION 

Acknowledgements 

1. Claims 1, 2, 5, 6, and 8 are pending. 

Claim Objections 

2. Claims 5 and 6 are objected to because of the following informalities 
claim "42", which is a non-existent claim (note that the '4' is not crossed out) 
correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 5 and 6 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

5. Firstly, the claims refer to a non-existent claim (as noted above) and must be amended to 
refer to a single parent claim, see 37 CFR § 1.75(C). 

6. Secondly, the claims make reference to performing operations, that a person having 
ordinary skill in the art would not understand as to how they could be effected. 

a. Claim 5 notes that the "visual verification" occurs as a "function of the value". A 
person having ordinary skill in the art would not understand how a verification (which 



: the claims refer to 
. Appropriate 
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appears to be the first time that the document is read) could be based on data that the 
verification unit has not read yet. 

b. Claim 6 notes that the "visual verification" occurs as a "function of authentication 
certainty". A person having ordinary skill in the art would not understand how a 
verification could occur as a function of a determination that has not yet been made (note 
that the "determining a probability" step occurs at least after the "authenticating" step). 



Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 1, 2, 5, 6, and 8 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
United States Patent Application Publication 2001/0006556 ("Graves"). 

c. feeding document to verification unit (figure 1, reference number 10) by means of 
input unit (figure 1, reference number 18), wherein verification unit is provided for 
authenticating the document (Abstract - "system for evaluating currency bills with 
currency evaluation machines. . ."); 

d. authenticating document, wherein authentication document is performed with a 
combination of at least two different verification methods (figure 1, reference numbers 
20, 28; figure 2a, reference numbers 38, 40); 
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e. comparing the at least two verification methods with verification specifications 
(If 10 - "a system memory stores first and second types of master characteristic 
information corresponding to genuine currency bills of assorted denominations and/or 
series"); 

f. determining a probability of authenticity of the document (Abstract - "evaluated 
bills are identified as either no call bills, suspect documents, or genuine bills"); 

g. releasing the document for further processing, comprising accepting document as 
positively authenticated when the probability meets predetermined criteria (1(14 - "if a 
positive determination is reached in the comparison test, the bill is authenticated as 
genuine"); 

h. rejecting the document as negatively authenticated when the probability does not 
meet the predetermined criteria (If 14 - "if a negative determination is reached in the 
comparison test. . .bill under test is suspected to be non-genuine"); 

i. recording document as an image and presenting the image to an operator when the 
document is rejected as negatively authenticated 

i. 1(42 - "After identifying no call documents and/or suspect documents, the 
system. . .is designed to record identifying characteristics associated wit the 
respective no call or suspect documents . . .the signal may comprise a voltage level, 
numerical value, or any suitable response to the occurrence of the no call 
document. The signal is recorded in system memory. . .for recall , review and/or 
printout by an operator". 
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ii. The Examiner holds that as image data on a computer (the system is a 
computer, note microprocessor 12 in figure 1) is inherently represented as data, 
which is inherently stored as numerical data (as this is how computers inherently 
function), the claim is anticipated by the reference. 

iii. Additionally, the Examiner finds that the recitation of "image data" is 
nonfunctional descriptive material, as it is merely a type of data that can be 
displayed to the operator (see MPEP §2106.01). As such, it carries no patentable 
weight 1 ; 

j. two verification methods arc selected from the group comprising size verification, 
magnetic verification fl|5 - "currency discrimination is based on the comparison of sensed 
optical or magnetic characteristics"), image verification, infrared verification, UV 
verification flJ6 - "UV or visible light..."), and visual verification fl|6 - "visible light 
reflectance"); 

k. visual verification method is performed as a function of the value of the document 

(verification is done to determine value - if the bill is a "no call" or a "suspect document" 

then it likely has no value, whereas if it is genuine it has the face value of the bill); 

1. visual verification method is performed as a function of authentication certainty 

(verification is done to determine the authentication certainty - if the bill is a "no call" or 

a "suspect document" then there is no authenticity, whereas if it is genuine it is 

authentic); 

1 MPEP §2 1 06.0 1 : " . . ."Nonfunctional descriptive material" includes but is not limited to music, literary works, and 
a compilation or mere arrangement of data. . .When nonfunctional descriptive material is recorded on some 
computer-readable medium, in a computer or on an electromagnetic carrier signal, it is not statutory since no 
requisite functionality is present to satisfy the practical application requirement" 
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m. at least two verification stations, each of which performs a different verification 
process for authentication of the document (figure lb, reference numbers 200a-200n; ](44 
- "each maintaining an individual record of no call documents, suspect documents and 
genuine currency. . . "); 

n. computer unit for comparing results of the verification stations with verification 
specifications of the document fl[45 - "local system controller 204 processes the 
information compiled from the individual machines to derive an aggregate record. . ."). 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such thai the subject mallei' as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 1, 2, 5, 6, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graves in view of Official Notice. 

o. As per claims 1, 2, 5, 6, and 8, it is the examiner's primary position that the 
claims are anticipated because of the above inherent features (i.e. showing data to the 
operator) 2 . However, if not inherent, then the Examiner takes Official Notice that 
showing image data of unauthenticated documents was old and well-known in the art 
because it allows the operator to either report the document (since there is an image, it 



2 MPEP §2112.111 authorizes a rejection under 35 USC §102 as well as 35 USC §103, when the "the composition of 
the prior art is the same as that of the claim but the function is not explicitly disclosed by the reference". While the 
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can be copied or printed, and reported to the proper authorities), override the 
determination (in case there is a clear error in processing), or at least to better understand 
why the document was rejected (in case the document is dirty, damaged, or misaligned). 
This creates a more powerful system where operators may view exactly what the problem 
is with a document, in order to ascertain why it would not be authenticated by the system, 
and/or take further corrective action. 

p. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to show operators images of unauthenticated documents, as this 
would allow them to better understand why a particular document was deemed as 
counterfeit. A person having ordinary skill in the art would see this as advantageous 
because it allows for a more reliable system, one that allows operators to better determine 
why documents are rejected. 
1 1 . Examiner notes that Applicant did not challenge the Examiner's citations of Official 
Notice in the previous Office Action. Therefore, the cited limitations in claim 5 are taken to be 
admitted prior art due to the failure to challenge the Examiner's assertions. See MPEP §2144.03 



Response to Arguments 

12. Applicant's arguments with respect to claims 1, 2, 5, 6, and 8 have been considered but 
are moot in view of the new ground of rejection. They argue limitations that were not previously 



Examiner feels that the prior art exactly discloses the claimed invention, a §103 rejection has been made in order to 
expedite prosecution. 



Application/Control Number: 10/765,730 Page 8 

Art Unit: 3621 

in the claims - as they have been fully addressed in this Office Action, the arguments are 
overcome. 



Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

14. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher C. Johns whose telephone number is (571)270-3462. 
The examiner can normally be reached on Monday - Friday, 9 am to 5 pm. 

16. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

17. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Christopher C Johns 

Examiner 

Art Unit 3621 

CCJ 

/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



